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Filed: April 26, 2001 



Confirmation No. 6514 



For: GOLF CLUB HEAD 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Mail Stop AF 



Sir: 



PRE- APPEAL BRIEF REQUEST FOR REVIEW 



Applicant requests a pre-appeal brief review of the rejections applied against claims 1, 3, 
4, 6, and 12-15 in the final Office Action dated July 25, 2005. This submission complies with 
the requirements for requesting a pre-appeal brief review as set forth in the Official Gazette 
Notice, July 12, 2005. 



All claims 1, 3, 4, 6, and 12-15 stand finally rejected under 35 U.S.C. § 103(a) as 
unpatentable over Werner (U.S. 6,139,445) in view of applicant's own disclosure, i.e., 
Comparative Example 7-Table 1, page 9, which the Examiner misconstrues as "prior art." 
Additionally, the Examiner argues three patents not formally cited in this rejection. These 
patents are Masghati (U.S. 4,471,961) (Final Rejection ("FR"), page 5), Yoshida (U.S. 
5,569,337) (FR, page 7), and Yamashita (U.S. 5,378,295) (FR, page 7). 

Claims 1, 12, 14, and 15 stand finally rejected as unpatentable on six patents under 35 
U.S.C. § 103(a), namely, Yim (U.S. 6,183,380) in view of Thomson (U.S. 4,162,074), Lawton 
(U.S. 1,525,137), Gordos (U.S. 4,065,133), Rozmus (U.S. 3,966,210), and Doran (U.S. 
4,872,683); and dependent claims 4 and 13 on the same six patents plus Reuter (U.S. 3,652,093). 



I. 



Status of the Claims 
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II. Grounds for Traversine Final Rejection 

A. It Is an Error In Fact to State that a Disclosure of a Comparative Example is 
an Admission of Prior Art 

The invention relates to a wood-type golf club head which prevents loss of carry due to 
reduction of the launching angle and suppresses variance of carry caused by the difference in the 
position where the golf ball is struck. The term "carry" is incompatible with a putter which is 
primarily used to roll a ball along the ground. As shown in application Fig. 1, the sweet spot 
serves as a border or boundary line that divides the face of the wood-type golf club head into 
upper and lower portions. On page 4, beginning at line 17, the application states that if the upper 
roll radius Ri of the upper portion 2a exceeds 305 mm, carry at the upper ball striking position is 
reduced; and if the roll radius R2 of the lower portion 2b is less than 310 mm, carry at the lower 
ball striking position becomes insufficient. 

Each of the three independent claims 1, 14, and 15 calls for this wood-type golf club head 
and a face surface having upper and lower portions "separated by a boundary line across the 
position of a sweet spot on the face surface." Each claim calls for a roll radius at the upper 
portion of 305 mm or less and at the lower portion of 3 1 0 mm or more. 

The Pilot Program states that one goal is to identify the presence of a clearly improper 
rejection based upon an error in fact. It is an error in fact to presume that the use by an applicant 
of comparative examples in a patent application while describing his invention is an admission of 
prior art or a recognition by the applicant that this disclosure of comparative examples is prior 
art, where there is neither a statement to this effect nor any other admission that these examples 
are well known in the art. 

Beginning on page 5, line 8 of the final Office Action, the Examiner attempts to modify 
the patent to Werner, which he admits is deficient, by relying on "upper and lower roll radii" of 
applicant's own Comparative Example 7. In order for his reliance on applicant's disclosure to be 

-2- 



Application No.: 09/842,051 

sustained, the Examiner must identify the place in the application where Comparative Example 7 
is said to be known or prior art. The Examiner has failed to do so because there is no such 
statement, and, accordingly, the rejection is erroneous because it is based on an error in fact. 
(Applicant submits that it is unnecessary, in traversing this final rejection, to discuss further what 
Werner or what the patent to Masghati discloses. Note that Masghati was not cited in the rejec- 
tion but was used by the Examiner to bolster his argument-FR, page 5, beginning on line 20.) 

In the Reply to Office Action filed May 9, 2005, applicant pointed out this error 
beginning on page 6, line 5, and even requested the Examiner, if he chose to continue with this 
rejection, to identify, in this factual situation where there is no admission of prior art, the part of 
35 U.S.C. § 102 that establishes that Example 7 is prior art. 

This request has fallen on deaf ears. Instead of responding, the Examiner attempts to 
establish without factual or legal support a general rule based on the "golf club arena" being 
"replete with teachings" that the language "comparative example" or "comparative sample" is 
"recognized as referring to that which is already known." (FR, page 7, lines 3-7). He then 
erroneously concludes (lines 15-18) that "it is deemed that applicant's use of the language 
'comparative example' does indeed connote and establish that the material disclosed by the 
applicant as a comparative example is actually prior art." To support this strained conclusion 
and to bolster the final rejection, the Examiner refers to the patents to Yoshida and Yarnashita , 
neither of which was cited in the actual rejection. However, the Examiner is defeated here by his 
own statements. He admits that Yoshida makes use of a known stainless steel as a comparative 
example, and that Yamashita's prior comparative samples were prepared in accordance with 
known club head designs (FR, page 7, lines 7-15). 

In contrast, there is no admission or statement by applicant that Comparative Example 7 
is known or is prior art, and the Examiner could point to none. Regardless of what the "golf club 
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arena" ostensibly says, the disclosure of comparable examples in the subject application does not 

connote or establish that what is disclosed is prior art. Comparative Example 7 cannot be used as 

a reference, and this rejection must be withdrawn. 

B. A Prima Facie Case of Obviousness Has Not Been Established in Rejecting 
Claims 1, 4, and 12-15 Based on the Yim Putter in View of Five or Six 
Secondary References 

In the final rejection, the Examiner cites and uses for the first time three additional 
patents to Gordos, Rozmus, and Doran as secondary references in an attempt to transform the 
Yim putter into a golf club head not contemplated either by Yim or by the putters of Thomson, 
Lawton, and Reuter . Similar to his unsubstantiated position noted above in Section A, the 
Examiner attempts again to establish a general rule by arguing the art "is replete with examples 
wherein invention is extended to include clubs of the iron-type, putter-type and wood-type, as 
these are all clubs that are commonly employed by a golfer." (FR, page 2.) While there is no 
dispute that a golfer employs all three types of clubs, this fact does not control patent law or 
whether an invention limited by Yim solely to a putter can be rewritten to apply to a wood-type 
head. 

As discussed by the Examiner, Rozmus, Gordos , and Doran all describe specific 
teachings for the use of their respective inventions in putters, drivers, and irons. Not so in Yim, 
who, by a clear reading of his patent, limits his invention to putters. Yim's purpose is to provide 
a dual-face striking surface to maximize the use of the sweet spot of the putter, regardless of the 
type of stroke used (col. 1, line 66-col. 2, line 3). The background, drawings, detailed 
description, and claims are all limited to putters. 

The concept of carry or improving carry as employed in the present invention is foreign 
to Yim. Yim does not contemplate the solutions advanced in the present invention for the 
problems of loss and variance in carry. Attention is called to application Table 1 entitled "Result . 
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Of cany measurement." The lowest cany distance in this table is 144.3 meters, a distance so 
great in relation to putters, that a skilled artisan attempting to solve cany problems would not 
consider Yjm or ever attempt to transform Yim, with its limited teachings directed solely to a 
putter, into a wood-type golf club head. 

Thus, there ie no prima facie case of obviousness because every claim requires a wood- 
type golf club head which Yim does not show, contemplate, or suggest; and no one skilled in the 
art would attempt to modify Yim into this type head because of the absence of any motivating 
suggestion to make this modification. Withdrawal of the rejections of claims 1, 4, and 12-15 is 
respectfully requested. 

Although the rejections are also based on Thomson and Lawton (claims 1, 12, 14, and 15) 
and Thomson, Lawton, and Reuter (claims 4 and 13) in combination with Yjm, Gordos. Rozmus. 
and Doran, in view of the absence of a prima facie showing as discussed above, it is submitted 
for purposes of this Request that it is unnecessary to repeat the additional distinguishing features 
of the claims set forth on page 5 of the Reply to Office Action of May 9, 2005. 
III. Conclusion 

Because the Examiner's rejections of claims 1, 3, 4, 6, and 12-15, include factual and 
legal deficiencies with regard to 35 U.S.C. § 103(a), applicant is entitled both to a pre-appeal 
brief review of the final Office Action and allowance of these claims. 



Respectfully submitted, 
FLNNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: October 25, 2005 
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